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REMARKS 

in accordance with the foregoing, claim 1 has been amended, and claim 6 has been 
added. No new matter is being presented, and approval and entry of the foregoing amendments 
and new claims are respectfully requested. 

Claims 1-6 are pending and under consideration. Reconsideration is requested. 

STATUS OF CLAIMS : 

On pages 1-2 of the Office Action, the Examiner asserts that the action is responsive to 

the Amendment filed February 21 , 2006 and addresses claims 1-5. However, it is respectfully 
noted that the Office Action does not reflect the Supplemental Amendment filed April 7, 2006 
prior to the issuance of the Office Action. Therefore, while the Examiner has not specifically so 
indicated that the Supplemental Amendment was not entered, it is assumed that this 
amendment has not been entered for the purposes of this response such that the amendments 
presented herein are relative to the Amendment filed February 21 , 2006. If this assumption is in 
error, it is respectfully requested that a new Office Action be issued reflecting the claims as 
presented in the Supplemental Amendment filed April 7, 2006. 

ENTRY OF AMENDMENT UNDER 37 C.F.R. S1.116 : 

Applicant requests entry of this Rule 116 Response because the amendments were not 

earlier presented because the Applicant(s) believed in good faith that the cited prior art did not 
disclose the present invention as previously claimed as set forth in the Supplemental 
Amendment filed April 7, 2006. 

The Manual of Patent Examining Procedures sets forth in Section 714.12 that "any 
amendment that would place the case either in condition for allowance or in better form for 
appeal may be entered." Moreover, Section 714.13 sets forth that "the Proposed Amendment 
should be given sufficient consideration to determine whether the claims are in condition for 
allowance and/or whether the issues on appeal are simplified." The Manual of Patent Examining 
Procedures further articulates that the reason for any non-entry should be explained expressly in 
the Advisory Action. 
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OBVIOUSNESS TYPE DOUBLE PATENTING 

On pages 2-4 of the Office Action, the Examiner rejects claims 1-5 under the judicially 
created doctrine of obviousness-type double patenting in view of selected claims of U.S. Patent 
No. 6,725,400. Since claims 1 -5 of the instant application have not yet been indicated as 
allowable and since new claim 6 has not been evaluated, it is believed that any submission of a 
Terminal Disclaimer or arguments as to the non-obvious nature of the claims would be 
premature. As such, it is respectfully requested that the applicant be allowed to address any 
obviousness-type double patenting issues remaining once the rejection of the claims under 35 
U.S.C. §102 is resolved and/or after claim 6 has been evaluated. 

REJECTION UNDER 35 U.S.C. §102: 

In the Office Action at pages 5-7, the Examiner rejects claims 1-5 under 35 U.S.C. §102 
in view of Chan (U.S. Patent No. 5,271,018). This rejection is respectfully traversed and 
reconsideration is requested. 

By way of review, Chan discloses a disk drive 60 including a translator 42 which 
translates a logical block address (LBA) received from a host computer 40 into a physical 
address/target track according to a zone table 43. As shown in FIG. 7, the zone table 43 is 
stored within the disk drive 60. (Col. 11, line 65 to col. 12, line 64, col. 14, line 67 to col. 15, line 
33; FIGs. 6 and 7). As also noted in the Amendment of April 7, 2006, the zone table 43 shown 
in FIG. 7 appears to be stored after being read from a reserved area of the disc such that the 
field 1 of zone table 43 is retrieved from the disc. However, as shown in FIGs. 3-5 and as set 
forth in col. 6, line 60 to col. 7, line 10, the spare areas are included in each partition and in each 
zone for use in the zone. There is no suggestion that the spare areas are in an area other than 
the zones as shown, or that one or more of the spare areas are used for defect management 
with respect to a group of zones. 

In contrast, claim 1 recites, among other features, "a spare area disposed in an area 
other than the zones of the data area to record replacement data for defective areas of zones of 
the data area." As such, it is respectfully submitted that Chan does not disclose or suggest the 
invention of claim 1 . 

Moreover, there is no suggestion in Chan that the zone table 43 is stored or derived from 
logical addresses stored in a disc definition structure of the disc. There is no evidence that the 
reserved area of col. 12, lines 50-55 has the disc definition structure as would be understood by 
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one skilled in the art, or, more importantly, why one skilled in the art would chose a disc 
definition structure out of any of the areas of the reserved area if the reserved area has the disc 
definition structure. 

The Examiner asserts on page 7 of the Office Action that the disclosure of a Local Spare 
Sector List, Bit Map, Overflow Spare Sector List, and Zone Table are read from a reserved area 
such that the reserved area is the disc definition structure of the defect management area. 
However, even assuming arguendo that this information is included in an are used in defect 
management, the Examiner has not set forth a rationale as to why the Zone Table would 
necessarily be contained in a disc definition structure as would be understood by one skilled in 
the art in the context of a recording medium having a defect management area. Since Chan 
does not specifically so state, the Examiner appears to be relying on principles of inherency. 

Generally, where the Examiner relies upon the theory of inherency, the Examiner is 
required to provide extrinsic evidence that the features are necessarily present in the reference. 
As noted in MPEP 21 12, u [t]he fact that a certain result or characteristic may occur or be present 
in the prior art is not sufficient to establish the inherency of that result or characteristic." 
(emphasis in original). Since the Examiner has not explained why, out of all of the elements of a 
defect management area, the Zone Table of Chan would necessarily be included in the disc 
definition structure of a defect management area, it is respectfully requested that the Examiner 
support this assertion with facts in the manner set forth in MPEP 21 1 2 or withdraw the assertion. 
As such, it is respectfully submitted that there is insufficient evidence that Chan , inherently or 
explicitly, discloses that the Zone Table would necessarily be included in a disc definition 
structure in a manner anticipating the invention as recited in claim 3. 

Similarly, it is respectfully submitted that Chan does not disclose or suggest the invention 
of claim 2, and that there is insufficient evidence to sustain the anticipation rejection of claim 2 
under principles of inherency. 

Claims 4 and 5 are deemed patentable due at least to their depending from 
corresponding claims 1 and 3. 

PATENTABILITY OF NEW CLAIMS : 

Claim 6 is deemed patentable due at least to its depending from claim 3. 
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CONCLUSION: 

There being no further outstanding objections or rejections, it is submitted that the 
application is in condition for allowance. An early action to that effect is courteously solicited. 

Finally, if there are any formal matters remaining after this response, the Examiner is 
requested to telephone the undersigned to attend to these matters. 

If there are any additional fees associated with filing of this Amendment, please charge 
the same to our Deposit Account No. 503333. 



1400 Eye St., N.W. 
Suite 300 

Washington, D.C. 20005 
Telephone: (202)216-9505 
Facsimile: (202)216-9510 



Respectfully submitted, 



STEIN, MCEWEN & BUI, LLP 
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